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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Educational Testing Service

Entity not-for-profit corporation Citizenship New York

Address Rosedale Road
Princeton, NJ 08541
UNITED STATES

Attorney
information

Lile H. Deinard
Dorsey & Whitney LLP
250 Park Avenue, Floor 15
New York, NY 10177
UNITED STATES
deinard.lile@dorsey.com, robertson.sarah@dorsey.com,
hernandez.jose@dorsey.com, ny.trademark@dorsey.com

Registration Subject to Cancellation

Registration No 3707197 Registration date 11/03/2009

Registrant TEFL Institute Corporation
1906 W. Irving Park Road
Chicago, IL 60613
UNITED STATES

Goods/Services Subject to Cancellation

Class 041. First Use: 2005/01/01 First Use In Commerce: 2005/01/01
All goods and services in the class are cancelled, namely: Educational and informational services,
namely, providing language instruction for the purpose of teaching English as a foreign language
domestically and internationally and distribution of related printed and downloadable materials
therewith

Grounds for Cancellation

Genericness Trademark Act section 23

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration
No.

1103427 Application Date 01/13/1978

Registration Date 10/03/1978 Foreign Priority
Date

NONE

Word Mark TOEFL

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1964/02/00 First Use In Commerce: 1964/02/00
INFORMATION MANUALS DEALING WITH EDUCATIONAL TESTING
Class 041. First use: First Use: 1964/02/00 First Use In Commerce: 1964/02/00
EDUCATIONAL TESTING SERVICES-NAMELY, ADMINISTERING TESTS
DEALING WITH LANGUAGES

U.S. Registration
No.

2461224 Application Date 12/15/1999

Registration Date 06/19/2001 Foreign Priority
Date

NONE

Word Mark TOEFL

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1991/12/31 First Use In Commerce: 1991/12/31
Computer programs recorded on magnetic disks, tapes, compact disks, CD-
ROMs,[ laser disks, video disks, optical disks,] audio cassette tapes [and video
tapes] for use in the field of language proficiency testing and test preparation

U.S. Registration
No.

3168050 Application Date 10/21/2005

Registration Date 11/07/2006 Foreign Priority
Date

NONE

Word Mark TOEFL

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1991/12/31 First Use In Commerce: 1991/12/31



Books, informational brochures, pamphlets, circulars, instruction sheets,
manuals, printed guides, research reports and newsletters, all in the field of
language proficiency testing and evaluation; Printed tests and printed answer
sheets, all in the field of language proficiency evaluation; Educational books,
paper teaching materials, study guides, workbooks and computer program
manuals, all in the field of language instruction and learning and language
proficiency test preparation
Class 041. First use: First Use: 2005/09/24 First Use In Commerce: 2005/09/24
Educational services, namely creating, administering, scoring and reporting an
Internet-based language proficiency test; professional development workshops
in the field of language instruction and learning and language proficiency test
preparation
Class 042. First use: First Use: 2005/09/24 First Use In Commerce: 2005/09/24
Providing temporary use of non-downloadable on-line software for an Internet-
based language proficiency test; development and administration of an Internet-
based language proficiency test

U.S. Registration
No.

3478244 Application Date 07/06/2006

Registration Date 07/29/2008 Foreign Priority
Date

NONE

Word Mark TOEFL ACCELERATOR

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2007/03/31 First Use In Commerce: 2007/03/31
Printed instructional, educational, and teaching materials in the field of
standardized English language tests
Class 041. First use: First Use: 2007/03/31 First Use In Commerce: 2007/03/31
Educational services, namely, conducting programs in the field of preparing for
standardized English language tests
Class 042. First use: First Use: 2007/03/31 First Use In Commerce: 2007/03/31
Providing online non-downloadable software for preparing for standardized
English language tests

Attachments 75872582#TMSN.gif ( 1 page )( bytes )
78738224#TMSN.jpeg ( 1 page )( bytes )
78923859#TMSN.jpeg ( 1 page )( bytes )
Petition for Cancellation.pdf ( 15 pages )(587155 bytes )

Certificate of Service



The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /lhd/

Name Lile H. Deinard

Date 02/08/2010
































